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% CRAIG ALLEN NARD, THE LAW OF PATENTS 33 (4th ed. 2017).

Mark D. Janis, Reforming Patent Validity Litigation: The “Dubious Preponderance”, 19 BERKELEY
TECH. L.J. 923, 928 (2004) (stating that “the perception that the Federal Circuit enhanced the effect
of the presumption of validity coincides with the generally received wisdom that the Federal Circuit
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adopted a pro-patent bias early in its tenure”); Hon. Richard Linn, The Future Role of the United
States Court of Appeals for the Federal Circuit Now That It Has Turned 21, 53 AM. U. L. REV.
731, 733 (2004) (stating that the belief that the CAFC was a pro-patent court “may have been
justified” citing to “comparative statistics from the years just before and just after the court’s
establishment”); William M. Landes & Richard A. Posner, An Empirical Analysis of the Patent
Court, 71 U. CHI. L. REv. 111, 112 (2004) (asserting that “as expected, the Federal Circuit has
turned out to be a pro-patent court in comparison to the average of the regional courts that it
displaced in the patent domain”); WILLIAM M. LANDES & RICHARD A. POSNER, THE ECONOMIC
STRUCTURE OF INTELLECTUAL PROPERTY LAW 335 (2003) (arguing that, as predicted, the CAFC
would become a pro-patent court due, at least in part, to special interest groups including “the
patent bar and its clients”, who “would exert themselves to influence” judicial selection for the
court); John R. Allison & Mark A. Lemley, Empirical Evidence on the Validity of Litigated
Patents, 26 AIPLA Q.J. 185, 251 (1998) (concluding that findings of patent validity have been
significantly higher since the establishment of the Federal Circuit). But cf. Glynn S. Lunney, Jr.,
Patent Law, the Federal Circuit, and the Supreme Court: A Quiet Revolution, 11 Sup. CT. ECON.
REV. 1, 3 (2004) (stating that “despite the Federal Circuit’s pro-patent holder reputation, this
summary reveals that claims of patent infringement are no more likely to succeed since the Federal
Circuit’s advent”), in Kimberly A. Moore, MARKMAN EIGHT YEARS LATER: IS CLAIM
CONSTRUCTION MORE PREDICTABLE?, 9 LEWIS & CLARK L. REV. 231, 240 (2005).

Allison & Lemley, supra note 60 at 194. (“[Study of] 299 patents litigated in 239 different cases.
These cases represent all written, final validity decisions by either district courts or the Federal
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Circuit reported in the U.S.P.Q. during an almost eight-year period from early 1989 through
1996.”); Id. at 206 (noting the validity rate has increased since the creation of the Federal Circuit);
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Id. at 205 (noting that 54% of patents were found valid in a population of 300 final validity
decisions); see also Lunney, Jr., supra note 60, at 37-38.

62 Lunney, Jr., supra note 60, at 15.

3 Samuel Kortum & Josh Lerner, What is Behind the Recent Surge in Patenting?,28 RES. POL’Y 1, 2-
3(1999).
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Sony Corp. v. Universal City Studios, 464 U.S. 417, 442 (1984) (We recognize there are substantial
differences between the patent and copyright laws. But in both areas the contributory infringement

74

doctrine is grounded on the recognition that adequate protection of a monopoly may require the
courts to look beyond actual duplication of a device or publication to the products or activities that
make such duplication possible...The staple article of commerce doctrine must strike a balance
between a copyright holder’s legitimate demand for effective—not merely symbolic—protection of
the statutory monopoly, and the rights of others freely to engage in substantially unrelated areas of
commerce. Accordingly, the sale of copying equipment, like the sale of other articles of commerce,
does not constitute contributory infringement if the product is widely used for legitimate,

unobjectionable purposes. Indeed, it need merely be capable of substantial noninfringing uses.)
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i S5 B 1 55 2% EL 6337 B
M P S 2 B

_—uﬁ BE(R CERREEERE | Oe
LT AR () & o

wXB ~ FHE

== 2L —
Y Hl "B

=4 @‘337?"T¥7\’%‘$ (Section 337 investigation ) 754481930 F%T%?:}’Eii %" ( Tariff
Act of 1930) 53337f% (19 U.S.C. § 1337) » [ [ ["Y ﬁ,L’KF F i (United States
International Trade Commission, ITC) SfFE[ 187 phl 7 2 = £ A= %@‘ ¥
HE S KA RS i (‘exclusion order) f[& Ei iy ] (cease and desist order)
i< j%ﬁﬂqp@tf§{é~,Fmﬁif#VQMQ ,fﬁa&m Vﬁg‘flwﬁﬁ gﬂ S}

o e

DOI : 10.3966/221845622017070030003

JeAg B 201742 A 148

D OAXHREH R AR ST RGE T AANREEDRTHERANE ERHZ LR
H——F B REEHFER ) 2% IEMOST 103-2410-H-128-005-MY2 - 4 b 30t o
R P B EAE R RATEL -

R K Ay A A R AT AT R -

SECTION 337 INVESTIGATION AT THE U.S. INTERNATIONAL TRADE COMMISSION: ANSWERS TO
REQUENTY ASKED QUESTIONS (USITC, Publication No. 4105, 2009), available at
http://www.usitc.gov/intellectual_property/documents/337_fags.pdf (last visited Mar. 10, 2016).
MCMANUS, MICHAEL G. & SWEETLAND I1I, RODNEY R., SECTION 337 INVESTIGATIONS: UNFAIR
TRADE PRACTICE LITIGATION BEFORE THE ITC 32 (2014).
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SBR[ R SRRy 7 P AR P e e M
mgr%%mi%ﬁ(ﬁW?ﬁBW'ﬁﬁﬁh#”W%HVm# e ab
HRYE L L -

VIR AR AR TR ] [ ITC B 337 BRI i B - 0 119 US.C,
§ 1337(2)2) 3 » FP i S BE |0 7 9|F\—J’%UIJ§‘\%J/5VJﬁ F% [/E-feﬁ/ = 'iﬁkflfj@ﬁ
Pl ] TP B (domestic industry requlrement) G oo R ﬁrﬁ}ﬁiif Fl1

= F%[ES*' | ol (A 55 I iRy > = 19885 Fﬁ%iﬁﬁ =< iﬁﬂf?pﬁg’?*%\w U.S.C.
§ 1337(a)(3)

(A ™ ’E’a’&fﬁ%’é‘??&ﬁﬁ ('significant investment in plant and equipment ) ;

B)EFE ~ T /@" iy e¥ 4 (significant employment of labor or capital ) ; F¥

(CY§ VTR 5 TR L AN W PR - i
( substantial investment in its exploitation, including engineering, research and
development, or licensing ) - 6

IS B R A BRI 3 S ol PR K] (R el = 2R R Blg Y
i\:f"'ﬁf,gﬁ o HUET o B R R KIJ & T2y F (economic prong) | » rjfi

s %ﬁmﬁﬁﬁﬁ*%ﬁ”ﬁ’wﬁ’@%%l%%%%@%ﬁﬂ%’
b

http://www.trade.gov.tw/ ; 337452 B Z B 25 A AR = & ik (201656 A 21
B ) - http://www.cna.com.tw/news/afe/201606210474-1.aspx ° :qi{g%ﬁé"] B :201751R/38 -
Alarm in Asia as ITC 337 investigations on course for biggest year since smartphone wars peak,
Intellectual Asset Management (IAM), available at http://www.iam-media.com/blog/Detail.aspx?
g=14c1d73d-0b0d-4de1-97a5-abaaleSb244e (last visited Jan. 12, 2017); Taiwanese firms face
patent claims, TAIPEI TIMES, available at http://www.taipeitimes.com/News/biz/archives/
2016/06/26/2003649458 (last visited Jan. 12, 2017).

19 U.S.C. § 1337(a)(1)~(2) (2006). See S. Alex Lasher, The Evolution of the Domestic Industry
Requirement in Section 337 Investigations Before the United States International Trade
Commission, 18 U. BALT. INTELL. PROP. L.J. 157, 157 (2010).

19 U.S.C. § 1337(a)(3) (2006) (An industry in the United States shall be considered to exist if there
is in the United States, with respect to the articles protected by the patent, copyright, trademark,
mask work, or design concerned—(A) Significant investment in plant and equipment; (B)
significant employment of labor or capital; (C) substantial investment in its exploitation, including
engineering, research and development, or licensing.).

Jay H. Reiziss, The Distinctive Characteristics of Section 337, 8 J. MARSHALL REV. INTELL. PROP.
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B! F (technical prong) | 8. Fﬁ’ﬁ 19 US.C. § 1337(a)3)(A)~(C)= FEH - > Jﬂi[ﬁi]
FLEIBI | T TR 5501 L 0 - TS 1
LI IR B S EURI9 US.C. § 1337@IG)C)Z SR8 | B R - it
RTINS TR AP W IR - SR A - P R T
20 BP9 US.C. § 1337()()O)D AEHHEI1F 2 BRI ) 1 WU AL S
BOSE 90+ o ALK S 7 2R S SR R
Fo o FELRLI9 USC. § 1337(%1)(3)(C)H'F”TtﬂﬁcJ USRI (RUE e e F‘J’ INE
(substantlal investment in patent licensing) | ° 4 ¥ = RIFFEHTEIITCY #3558 Wi
SR WK N UOTTTIG 1y L SR el F AR
ﬁ] RLB P 3 Rl [ SR MR 5 1 0 e (gl ™ g e [ R SR e [
J’i‘ﬁ% » W VTR o

L. 231, 238 (2009), available at http://repository.jmls.edu/cgi/viewcontent.cgi?article=1181&
context=ripl (last visited Jan. 10, 2016).

E.g. Certain Electronic Devices, Including Handheld Wireless Communications Devices, Inv. No.
337-TA-667/673 (Oct. 15, 2009), Initial Determination, at 3; Taras M. Czebiniak, When Congress
Gives Two Hats, Which Do You Wear - Choosing Between Domestic Industry Protection and IP
Enforcement in Sec. 337 Investigations, 26 BERKELEY TECH. L.J. 93, 109 (2011), available at
http://scholarship.law.berkeley.edu/btlj/vol26/iss1/5 (last visited Jan. 1, 2016); Certain Ammonium
Octamolybdate Isomers, Inv. No. 337-TA-477, Comm’n Op. at 55 (Jan. 5, 2004) (“Typically, the
domestic industry requirement of section 337 is viewed as consisting of two prongs: the economic
prong and the technical prong.”); Colleen V. Chien, Protecting Domestic Industries at the ITC, 28
SANTA CLARA HIGH TECH. L.J. 169, 180 (2011), available at http://digitalcommons.law.scu.edu/
chtlj/vol28/iss1/5 (last visited Jan. 21, 2016); Certain CD-ROM Controllers and Products
Containing the Same-II, Inv. No. 337-TA-409, Comm’n Op. at 37 (Oct. 18, 1999) (“The statutory
domestic industry requirement has two prongs: the technical prong and the economic prong.”).

ToM M. SCHAUMBERG, A LAWYER’S GUIDE TO SECTION 337 INVESTIGATIONS BEFORE THE U.S.
INTERNATIONAL TRADE COMMISSION 64 (2d ed. 2012).

Bryan A. Schwartz, Where the Patent Trials Are: How the U.S. International Trade Commission
Hit the Big Time as a Patent Litigation Forum, 20 INTELL. PROP. L. NEWSL. 2, 1 (2002), available
at https://www.mofo.com/resources/news/where-the-patent-trials-are-how-the-us-international-
trade-commission-hit-the-big-time-as-a-patent-litigation-forum.html (last visited May 20, 2016);
Thomas A. Broughan, III, Modernizing § 337’s Domestic Industry Requirement for the Global
Economy, 19 FED. CIR. B.J. 41, 78 (2009).
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LR Z oA T 1’7{]7*. BILCD Devices% ™ - Semiconductor Chips% '  Integrated
Circuits% " Video Game & controllers® > PU{FITCH L » 4 7EL ™ & ’}H}%m%hr
ﬁFlComputer Perlpheral Dev1cesi§i’ ~ Wireless Electronic Devicesi ~ Audiovisual
Componentsi | 1C Chips%’ WS P ITCH R » P4 B 7 [FITCH RV F[
ﬁwoﬁ&ﬁmM@@%‘?fﬁkiﬁy’%ﬁr%@ﬁﬁ?éﬁﬁﬂﬁﬂJh
51 B 3P I 4T AR HOSTRRE o T IR W 337 1 ?ﬁg g JJ%UEFP;.JNEJ Frr
g o

W RHEEREESER IR (F)
— ~ Computer Peripheral DevicesZ
(—)EBHE=R

B~ TPLIITC S 9RAcer¥ 21 ¢ AT~ o7 11 17T it S 76,976,623 8

TRRBr o FAAEE M a%l BEE S EE@BTMERARAANEERMF A R—ABRR
T RAAMETERE ) L HE AT (B) 0 A6 0 20174047 0 2980 0 H1-28 -

2 Certain Liquid Crystal Dlsplay Devices, including Monitors, Televisions, Modules & Components
Thereof, Inv. No. 337-TA-749/741 (July 6, 2012) [hereinafter LCD Devices].

3 Certain Semiconductor Chips and Products Containing Same, Inv. No 337-TA-753 (Aug. 17, 2012)
[hereinafter Semiconductor Chips].

" Certain Integrated Circuits, Chipsets, and Products Containing Same Including Televisions, Inv.
No. 337-TA-786 (Oct. 10, 2012) [hereinafter Integrated Circuits].

"5 Certain Video Game Systems and Wireless Controllers and Components Thereof, Inv. No. 337-TA-
770 (Oct. 28, 2013) [hereinafter Video Game & Controllers).

'® Certain Components and Computer Peripheral Devices, and Components Thereof, and Products
Containing Same, Inv. No. 337-TA-841 (Jan. 9, 2014) [hereinafter Computer Peripheral Devices].

7 Certain Wireless Consumer Electronic Devices and Components Thereof, Inv. No. 337-TA-853
(Mar. 21, 2014) [hereinafter Wireless Electronic Devices].

'®  Certain Audiovisual Components and Products Containing the Same, Inv. No. 337-TA-837 (Mar,
24, 2014) [hereinafter Audiovisual Components].

19

Certain Integrated Circuit Chips and Products Containing the Same, Inv. No. 337-TA-859 (Aug.
22, 2014) [hereinafter /C Chips].

BERIET | 5=1HA | 2017E7H

Taiwan Patent Attorneys Journal



s L BRME

Al ( ’623§J1 A - E‘I7,162,5495—FE?§J4 | (’549%: A - 5;7,295,443%%4 al (’443%4
FID o~ V75224248 [ AL CA24T A - 2Y6,438,638 B Fl (C638F FI) M 2T
7,719, 84THERH CBATRFI) 4 iR |20 o ITCH 20125 5 £t %@“ 4'Tnv. No.
337-TA-841™" o ¥ FREH L) 023 Fy FIIF 3 (2 » 2 2 CTPLEST by H i
o T IR R T A9 US.CL§ 1337()3)(O)F A IR T
R IR R R (22
PO EY TR B - TPLOTSFT R LI 918 - 623 A B

% %ﬂ‘ﬂl%;ﬁ %]J%*[zugjg#w;a;;g PSS > A SR ¥ B (F DV AT ST
el 6231EJH;[JVH% F1#2 9 [InterDigital 113 23’[/CAFC1E:[§.§EQHIHVL (ﬁ%ﬁ_{_pm) ) =
JRTPL kG P weAi ~ IV Frg=e w4 g JJ%[JFH—[J;;\%J/ rqrﬁ %o [ ST EITPL

L e 2 g ;JH?[JF I/Figqﬁf,]fk%wg,ﬁ o F&% HP%J J2a rg[%j;“l#%—;[/
Poih A2 gj;%uﬁwﬂgj RS TR NG & SR E XL Pt
R 3 fatzmﬂ JTPLY f{q45] » * 20 £ 4 EJJ Fll W Fﬁl@gjgm , #Jﬂ\ﬁ’?}ﬁ‘ 5B
i TPLE‘[JF?JE»Z IR19 U.S.C. § 1337(2)(3)(C).V HHIF iy L[| 7% S o1 1 T =]

TR 0 5 ISR S B K BT R B )19 Usc.
§ 1337@)3)(©)- "*‘X@fﬁéﬁéﬂ*@[ 17 R RL RS RN Pl
TR ALY P R T

2 Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 1.

Computer Peripheral Devices, 77 Fed. Reg. 26041 (May 2, 2012).

Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 2.

InterDigital Communications, LLC v. ITC, 707 F.3d 1295 (Fed. Cir. 2013) [hereinafter InterDigital
1. # FMJohn Mezzalingua% % 3 fa /23 9303 + % Wbl 4040 - RS © £ @3374@5&-
ME X R ETFRM D ARARAETHET &P v BRI B AR 20165F7A -
147 > 95-138% -

Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 3.

Id. at 4.

1d.

Id. at 5.

21
22
23

24
25
26
27
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(DITCRE
LARA A F 202

%"Eﬁ??ﬁﬁ"ﬁ'ﬁfﬁ' RES Q&AL JJ%IH@ FYBIPE R fgfgﬁ]J"/ﬂJE'J |
I B EIJ}F T iifebqgfsl‘ . ﬁbiﬁl J’%Uifeﬂ ﬁ["’l%gﬁpl SHETET T
19 US.C. § 1337(a)(3)(A)~(C) ] b P [* @i’%‘ - H “Fﬁ'ﬁx#&_i ] Memory
Controllers:;k29{[[%,’5“56[219 U.S.C. § 1337(a)(3)(C) 4! v T g Byt £ F| 2|
( substantial investment in “its” exploitation) | ° ’:’[’?‘?FJ' FE (its) 75#’[ FEJJ alti:
L AL A (Ao, i LT A N
1988+ ﬁﬁVP#$ R S et N
5—F§l§jﬂh5\%¥4’iﬂ e 7e e I E DB Hh”@‘% N LR A IEJJ%IJJ/?J
e BTRRIRE - SRR Y B L R
Dl AL R L -

_El

Id. at 25-26. See Certain Foam Earplugs, Inv. No. 337-TA-184, Initial Determination, 0085
WLI1,127,231 at *56 (Nov. 30, 1984), not reviewed, 50 Fed. Reg. 4277 (Jan. 30, 1985)
(Commission precedent prior to 1988 “customarily defined the domestic industry as consisting of
the domestic operations of the patentee devoted to the exploitation of the teachings of the patent at
issue,” with “[e]xploitation of patent rights” including “domestic production and manufacture,
development and sale of patented product[s].”) [hereinafter Foam Earplugs].

Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 27. See Certain
Microcomputer Memory Controllers, Components Thereof and Products Containing Same, Inv.
No. 337-TA-331, Order No. 6, 1992WL 811,299, at *2 (Jan. 8, 1992), not reviewed, 57 Fed. Reg.
5710 (Feb. 12, 1992) [hereinafter Memory Controllers].

Id. at 28 n.21, citing Certain Semiconductor Chips with Minimized Chip Package Size and Products
Containing Same, Inv. No. 337-TA-432 [hereinafter Minimized Semiconductor Chips], Order No.
13 at 11-12, not reviewed, Notice, 66 Fed. Reg. 58424 (Nov. 21, 2001); Certain Digital Processors
and Digital Processing Systems, Components Thereof and Prods. Containing Same, Inv. No. 337-
TA-559, Initial Determination at 81-92 (May 11, 2007), not reviewed in relevant part, Notice at 2

29

30

(Aug. 6, 2007); Certain Multimedia Display and Navigation Devices and Systems, Components
Thereof, and Products Containing Same, Inv. No. 337-TA-694 [hereinafter Navigation Devices],
Commn’n Op. 6-16 (Aug. 8, 2011) (Corrected Public Version) (portfolio licensing); LCD Devices,
Inv. No. 337-TA749/741, Comm’n Op. 108-15 (Jun. 14, 2012) (portfolio licensing); Semiconductor
Chips, Inv. No. 337-TA-753, Comm’n Op. 44-51 (Aug. 17, 2012) (Public Version).
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2.KEF B & % #E RL#HInterDigital [T 7,232 5 3R o

s E'{Tﬂ E‘(‘ELE'F? [ﬁJInterDlgltal %319 U.S.C. § 1337(a)(3)(C)]EZ,I1*@‘%b
S EIEEE T T EJ’ il |5\%J/;’*J’f’{ == T’F'I lInterDigital I1% RL[[ - f'%
ey T19 US.C. § 1337(a)(3)(C)’:’[’?F;lTj‘lj/ff”ifﬁ’{ﬁ;l % (“articles” requirement) - [
Ribe L &8 LINALE

2013 Interdigital 1% Tt 1 PahfelfF - A ~ o337 (ORI fm
SR PR T ;ETJJ %Ulﬁx%ﬂ/fﬁﬁ#u ?J%YEJ ""PF?%”J’f’{i VB
# ° [filF Microsoft Corporation v. ITC) CAFC{[j# 4 ffilnterdigital 11"V ff ’{ fel I-‘F
Eiﬁj%é?’z o El@% * Microsoft!'] %Bﬁmﬁfﬁgﬁj IRBI % K EF > CAFC™ 4 S
PRI A5 BE Y Y WA -V CARCHHL TR IRE o i
iﬁ Al A %Z]E‘:[ﬁﬂﬁg :F}jfﬁ’{léf Ifiﬁ?ﬁﬂﬁ RN ) S 2 EU’JEE’?FH 1%

3.REAB O % ¥ & R Hinterdigital [1E B A2 1 32 F 46 5

+ % 2HrE S LY E ¥ InterDigital 1% 7T §J[ﬂ VAL 5[—“[ #H[ ¢ ;ﬁ 53 L B
;LH’?‘}?{EJ% P—ﬁij:fiﬁd FH—? f}ﬂ’f’{ H }-P@% IS r%‘;@i * [/:PJFF[EIJ Fytl F:@@[FH@

J/f}ﬂ]ﬂ ( the product attemptmg to exclude) | ™ Fi' B HL AR % AU T Bl
IQ@E'ﬁ (accused product) | = IRBI['|FHFI{F - + % pgj\rnglﬁdt P E[Ejgé“}h
S Pl (F AR 1 PRTE 3BTRS RS- EL T vw_p 80 3

31 Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 32 (“We find that the only

plausible interpretation of the opinion is to impose an ‘articles’ requirement for subparagraph (C)
domestic industries, including hcensmg based domestic 1ndustrles”) Y BT R &R
J& 5Bl dm TR R By 0 3374 KA AR EHZAA AL "t
B HEs ﬁ*ﬁk“*"%ﬂa‘é#{i/i{?%mﬁﬂé&: X 2016424 ©

Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 35. See Microsoft
Corporation v. ITC, 731 F.3d 1354, 1361-62 (Fed. Cir. 2013) [hereinafter Microsofi] (citing
InterDigital II, 707 F.3d at 1299, 1304). Microsoft % & # % 19 U.S.C. § 1337(a)(3)(C)x " # 4t i%
B BHBRE RRHARTABREAMFREMHEPIIN -

1d. See Microsoft, 731 F.3d at 1362.

1d. at 33. See InterDigital II, 707 F.3d at 1299.

32

33
34
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OB T TR e R FRF [ LRRSIRE
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[ TR R R R AR B S SR 33K Y B e L A
SRR Nl e L A R RS L 1S RSN
Pl st R -

GAEER G S REAH ML XY TRE

%@ﬁLE[?JE 319 U.S.C. § 1337(a)(3)(A)~ (C)+:szi#ﬂ%% P E T ﬁ!ﬂhﬁk
;%J/%ﬁ E RIS B R TR ORLIO US.C. § 1337(2)(3)(C)
[%?EW Q%WW%W%ﬁ %ﬁﬂﬁﬁ%ﬁ)? ERE RV E MR R
#’Jfﬁl Bip 2 F41E J*%Ufrﬁ’?‘fﬁf |V REORE 2 °TPL2 5«[@6«' T‘x@@i’?\ el R RE
| #’JFF’}[F;I IiF?’g B4 gﬁLﬁlgjt'gTﬁLj%E[nterDlgltal 1% % Microsoft%"  FURRLH > Fﬂ
UEI9 US.C. § 1337(a)(3)(C)l PR s IR R R R ”lﬁ’ﬂﬁﬂfﬁ!
Fg o TPLA e fRell o ST R Al Py - 4 22 R AT R i
LB R R *%*WWﬁW@%kV%%H@ L A
N r‘gyﬁE J@;o;(;@ ‘iTJI-FJJ%[J I/JEF'J - [/F[J“‘ o f/g{ﬁkgl;—ﬁP%m @;j— s —_ﬁ%?
i@ﬁmva@maﬁa taf;@ﬁﬁﬁm@%ﬂ’%w¢M@ﬁ#“’ﬂ%

£, F‘ﬁﬁ% 2V 2 IR Y Ao i?*%i‘ﬁﬁﬁiﬁf“i

% Id. See 19 U.S.C. § 1337(a)(1)(B) (2006).

3 1d. See InterDigital IT, 707 F.3d at 1304.

37 Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 41.

8 Id. at5. See Question No. 1, 3.

% 1d. at 36.

0 Id. at 41-43.

' Id. at 36-37.

2 Id. at 37. See, e.g., Navigation Devices, Inv. No. 337-TA-694, Comm’n Op. at 25 & n.20 (Aug. 8,
2011).

3 Id. at 40.
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InterDigital 113 % Microsoft% .V CAFC#{|JK > JFF% r?’i’f’{ IET E’A%F‘F BT @#ﬁ‘:‘
VRl o I TPLA e e Jg’églﬂﬂjl@* Vfr’ﬂﬁ S R AR Y B e
(RS m\@msm%«"“‘o

.~ Wireless Electronic DevicesZ<
(—)EBE=
F@‘%‘ TPL - PDS=2Patriot Smentlﬁc[ﬂJITC* J=Acer=14 ¢ ['f %k BrE S
E'b;[ 1 £ﬁ; B H ﬁgj =R I’;Jﬁ— H [Ey[‘TJ; HiF1 575,809 3365FF1E_J1 all
& 336§ffu> e s ITCH 20125 8| b i ﬁﬁg‘ % Inv. No. 337-TA-853% o 7%y Pifis
P HCEAIES B AR 'Iﬁf’ié?ﬂﬂﬂﬁﬁ‘qﬁiw U.S.C. § 1337(2)(3)(C). B[ | %

S SR %Iﬁfﬁ‘%ﬁl ’ A i hjfj‘% RET ?’YT@?HE*JWH[@' HEE $% lfFJ/ﬁBN
! B]Tﬁ“@éﬁ (contlngent petition)

(DITCRIE

B A2 9R19 USCo§ 1337@)(3)(C)V B )% K R T 0 1 Moore
Microprocessor Patent ( MMP ) ‘EJJ FIRE F\T"y@ﬁ%?f[“t BFIH ] ETE ﬂ‘ FIIV BT E T

M ld at 43-44. REFRERBEEMEE  LERBARUERL KR R B — K

TARIEL9 US.C. § 1337(@)BNC)AMEH kBN A LR R EHA L A FRARHE XY
3 0 345 hinterDigital £ FEREEE T #Eg:}}§19 U.S.C. § 1337(a)(3)(C) £ 5k B M 4%
HEAEW  FoHkEE R RFFABRAHZREME ) - 2219 US.C. § 1337(a)3)N(C) & £
Yo Bt 0 AR M & R WIRZAHE H BB ) M /E 2 PAEs > maR4EIE A DR RHAF
¥ % NPEsx ##4##] (Shara L. Aranoff, dissenting) - HHAZRFE & L & Ml 48
Bl ik R4 0 331 0 136-149 ~ 1711727 -

Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 2.

Wireless Electronic Devices, 77 Fed. Reg. 51572-573 (Aug. 24, 2012).

Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 3-4.

45
48
47
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o Elﬁ‘% TPL* PDSV/ i F’E’ﬁrﬁ? Alliacense 7 7 48 JEf;HQ?ﬁJ‘?‘}’;‘?@MMPEJ!
ﬂ]?r' OB SR |EI}HTPLa:TAlhacense VA B A o TPLATRMH I 58
T’F',J'.Alllacense,l/ g‘_ F&F;[j\%ﬁr?ér (=P IEL | L F{ = (=ppldl Eﬁﬁ‘}
F o B[R I L [ MMPR AR [ VIR - S i
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48
49
50

1d. at 51. See Wireless Electronic Devices, Inv. No. 337-TA-853, ID at 296.

Id. at 51-52. See Wireless Electronic Devices, Inv. No. 337-TA-853, ID at 308-10.
Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 52.

Id. at 53.

1d.

1d. at 54.

1d. at 54-55. Citing LCD Devices, Inv. No. 337-TA-749/741, Comm’n Op. at 123.
1d. at 55. Citing LCD Devices, Inv. No. 337-TA-749/741, Comm’n Op. at 123-24.
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%

1d. Citing LCD Devices, Inv. No. 337-TA-749/741, Comm’n Op. at 124.

Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 57.

1d. at 58-59. See Certain Electronic Devices, Including Mobile Phones, Portable Music Players, and
Computers, Inv. No. 337-TA-701, Order No. 58, at 6 (Nov. 18, 2010) (unreviewed) (finding that
the Commission should consider whether post-complaint activity indicates that an alleged industry

57
58
59

is “dwindling.”).
Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 59.
1d.
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%2 Id. at 60-61.

% Id.at62.

% I

% Id.at63.

% Citing Certain Semiconductor Integrated Circuits and Products Containing the Same, Inv. No.
337-TA-665, ID at 233 (Oct. 19, 2009) (unreviewed in relevant part) [hereinafter Semiconductor
1C).

7 1d. Semiconductor IC, 1D at 232 (citing Variable Speed Wind, Comm’n Op. at 25-26 (Nov. 1996);
Certain Battery-Powered Ride-On Toy Vehicles and Components Thereof, Inv. No. 337-TA-314,
Order No. 6 at 19-20 (Dec. 5, 1990) (unreviewed) [hereinafter Toy Vehicles]; Certain Display
Controllers, ID at 13 (Aug. 1999) (unreviewed in relevant part).

8 Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 64.

69

Id.
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(i o) PR 75 [l Eﬁw@%ﬁﬁﬂ‘ﬁ RENLCE N ?ﬂﬂjmﬁ =3 F"“Af?“v”*
SR T AR 2R - B e R AR R R R L L
L PO rj“*w TENES |- G ESE
THFE gﬁﬁ['ﬁi.‘ohn Mezzalingua®}’ (%El_l—;ﬁlﬁ) Hi s CAFC”‘[JLI%I?‘QI T
FUEPAS R B e S 7 r{87° o ¥ Coaxial Cable Connectors% |1 > % F1 ¢ FA HEfE

0 Id. See Motiva, LLC v. ITC, 716 F.3d 596, 601, n.6 (Fed. Cir. 2013) [hereinafter Motiva]
(affirming the “Commission’s use of the date of the filing of the complaint as the relevant date at
which to determine if the domestic industry requirement... was satisfied”). # BMotiva% % 4w
N 0 S bl AR SkRE 0 3223500 116-120 ~ 127-1317 -

n Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 64-65.

2 Id. at 59,

" Id at65.

“ .

™ Id. at 66.

® I

" Id.at68.

78

Id. at 68. Citing John Mezzalingua Assocs. v. ITC, 660 F.3d 1322 (Fed. Cir. 2011) [hereinafter
John Mezzalingua)]. (“We agree with the Commission that expenditures on patent litigation do not
automatically constitute evidence of the existence of an industry in the United States established by
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7

E‘r/ézi?ﬁﬁq'%:‘yﬁf[%m ’KE i ¥ 3 John Mezzalingua® [/ CAFC”‘[J}’%}‘FIL[' i

T
TE_JJ%”[?}FZR % L[rj VIS lgbﬂﬁlt 331—#5‘4;@ Vg ETEY  d]) »E[ Pg?;& SRR FoR
#% o 4 4= John Mezzalingua% [ﬂ NG rﬁiﬁ"ii@% %,g?:mj T

R & AT S 2 A o wwa R
ST RIS R - AR (BT AR

3 HRBEOEEEH

T H PRI O AR TPLY ’?’T‘[ﬂrﬁijr-ﬂ I A g R R
MMP;@TJJ %IJ,{” b i J/@JZ‘;[%!‘;JI Fl > 1) 4 ‘Ef FIP o i i o ﬁlﬂ#g%]
FESY o IR N ST LR () R w&@m%,; R )
?Jgkss ;] jjr":’?:l? ﬁ'?ﬁ[ 31_mjr‘y$§]‘j’4 | F , #—'yF‘?Jlf,P’;?_—’[; E[‘ ;“JL@% s
3ﬁﬂ§ﬁ%WRW*t RRH AL iR 3376 -

substantial investment in the exploitation of a patent.”). # #John Mezzalingua %t % 3 fm /) 43 ¥ 3%
o SR Blde BFE - SRR 0 223X 0 109-112 ~ 127-1317 -

Id. Citing Certain Coaxial Cable Connectors and Components Thereof and Products Containing
Same, Investigation No. 337-TA-650 (Apr. 14, 2010) [hereinafter Coaxial Cable Connectors],
Comm’n Op. at 50-51 (Apr. 14, 2010).

Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 68-69.

1d. at 69.

1d. at 70. See John Mezzalingua, 660 F.3d at 1328.

1d.

1d. Citing LCD Devices, Inv. No. 337-TA-749/741, Comm’n Op. at 122.

Wireless Electronic Devices, Inv. No. 337-TA-853, Comm’n Op. at 71.

1d. Citing LCD Devices, Inv. No. 337-TA-749/741, Comm’n Op. at 123.
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) B5‘I6,982,663%'7%§J1 # (’663;5? 1) %f[wrgjgf FI® o ITCH 20125 4 £ ] 5% %@* %
Inv. No. 337 -TA-837%% » [F 5k Py02013 5 75 [ 181 et etz b4 pe e, o0 MR
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%#&@%ﬁhﬁ'%ﬂ/%ﬁ Nl ik ﬁ‘rjﬁﬁf&éﬁ’%%w U.S.C. § 1337(a)(3)(A)7v(B)
VI W
(DITCRE
1AFEGEERA B #4119 US.C. § 1337(2)3)C)= i B+ 1~ F) AL
P P RELSER YR OSS i FIL ) FT(AVEL % SYBYHH 2 S l|—‘F &
A LS [T 958 ) FILLY A R 5 SUCORLY AN 1 ﬂ;ﬁi ¥y
%W%%&%ﬂEEW%W&% w*ﬁg?msﬂﬁmﬁguwuso

§ 1337()(3)(C): TP 6 5 o1 20 PR 7 B AP e B 5 Fhfi
L ff]Computer Peripheral Devices% 1 FUZE Rl EJ[JT’]’iEﬁIJ E%% - Computer Peripheral

87
88
89
90
91
92
93
94

Audiovisual Components, Comm’n Op. at 1-2.

Audiovisual Components, 77 Fed. Reg. 22803 (Apr. 11, 2012).

Audiovisual Components, Order No. 57.

Audiovisual Components, Comm’n Op. at 2-3.

1Id. at 3. Citing Audiovisual Components, ID at 329.

1d. at 31-32, citing Audiovisual Components, LSI Pet. at 76-77.

Audiovisual Components, Comm’n Op. at 32.

1Id. Citing Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 32.
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QEBEOERRT

f#ﬁ“nwﬂi Y LS RroOS8 A fif & 7 ) SR R ik

' 7 ?fﬂ LSI: + = ?ﬂ%‘%#*l%ﬁﬂl&ny&?ﬂ V‘l?j?ﬁ“ | E AT 958%J*%IJJ/%<’
@iﬁﬁﬁ N EL19 U.S.C. § 1337(a)3)(C)H & #(srf“#&¢ [k 337 H R ;I/g;g[% o

J.‘lﬂ

P9 ~ IC ChipsZ

(—)EHEBER

F@‘% * Realtek|fi|ITC= 4RLSI™ Seagate /3£ 1 ~ E"ﬁfii EE TR E] lm(ﬁﬁj & I
TR AT i B4 31@[5‘56,787,928%: I ( 928%1 ) * 576,963, 226;@ il
( 226gf FII) 19 ITCH 201257 105 55 ?‘ﬁ' % Inv. No. 337-TA-859"%" = Realtek#<Us

% . (“We find that the only plausible interpretation of the opinion is to impose an ‘articles’
requirement for subparagraph (C) domestic industries, including licensing-based domestic
industries.”).

% . Citing Audiovisual Components, LSI Br. at 76-77.

7 Audiovisual Components, Comm’n Op. at 33.

% Citing Certain LED Photographic Lighting Devices and Components Thereof, Inv. No. 337-TA-
804, Comm’n Op. at 18 (Jan. 17, 2013) [hereinafter Lighting Devices]; Certain Ground Fault
Circuit Interrupters and Products Containing Same, Inv. No. 337-TA-739, Comm’n Op. at 71-74,
91 (Apr. 27, 2012) [hereinafter Circuit Interrupters].

99

Id.
00 Integrated Circuit Chips, Inv. No. 337-TA-859, Comm’n Op. at 2-3.
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101
102
103
104
105
106
107

IC Chips, Fed. Reg. 6482627 (Oct. 23, 2012).

IC Chips, Inv. No. 337-TA-859, Comm’n Op. at 7.

Id. at 1.

Id. at 13-14.

Id. at 30-31.

1d. at 30-31. See Integrated Circuit Chips, Inv. No. 337-TA-859, Order No. 34 at 20 n.9.
IC Chips, Inv. No. 337-TA-859, Comm’n Op. at 32.

1d.

1d.
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109

EFIER | =181 | 2017E7H

Taiwan Patent Attorneys Journal



WEBBBRYE ZZB@BTHRRXATFANEXZMHFIHER 67

LF{E\—I-110°

L ZBEeTERZE

F AR PO € IO US.C. § 1337)B)A) M (B)V 4 LA 1519
U.S.C. § 1337(a)(3)(C) » 7 “RLEF S MG v CAFCH|[y] 1 ffeqgy e |72 > [Nl ¥4
CE R (T L 5T AT o AES E'IDFT:E@?‘W *[J*—Realtek%f»F ?fﬁ YA [ MR E E|
B[ (5 [k EIN/H\,JJ” ° £l rf“lljf",L i7t Computer Peripheral Devices%'I'| ] » & E'IFA{
TROREGE e 9%W#%&%@Hﬁmwmﬁﬂéim’%i%gﬁ%%
W%@#*Fg I FRERITEPIOG F S ALY P o SRR T
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5 H “AHH 7“]53‘5’5319 U.S.C. § 1337()3)(C)FrHl ks Tk £ 1 F[ | (investment

110
111
112
113
114

Id.

Id. at 34.

1d. at 35. See Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 27-28.

1d. See Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 28.

1d. See Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 32 (citing InterDigital
11,707 F.3d 1295, 1299); Microsoft, 731 F.3d 1354, 1362 (stating that a complainant must “provide
evidence that its substantial domestic investment—e.g., in research and development—relates to an
actual article that practices the patent”).

1d. See Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 30-36.

1d. See Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 35-36.

1d. See Video Game & Controllers, Inv. No. 337-TA-770, Comm’n Op. at 66-70; Certain
Kinesiotherapy Devices and Components Thereof Inv. No. 337-TA-823, Comm’n Op. at 33-35
(Jul. 12, 2013) [hereinafter Kinesiotherapy Devices].

115
116
117
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"8 1 Chips, Inv. No. 337-TA-859, Comm’n Op. at 36 n.13. Citing Computer Peripheral Devices, Inv.

No. 337-TA-841, Comm’n Op. at 27; see also, e.g., Memory Controllers, Inv. No. 337-TA-331,
Order No. 6, 1992 WL 811,299, at *4; Coaxial Cable Connectors, Comm’n Op. at 51-54;
Navigation Devices, Inv. No. 337-TA-694, Comm’n Op. at 13.

IC Chips, Inv. No. 337-TA-859, Comm’n Op. at 36-37.

Id. at 37. “substantial investment in exploitation of the intellectual property right, including

119
120

engineering, research and development, or licensing.” H.R. Rep. No. 100-576 at 634 (Apr. 20,
1988) (Conference Report for H.R. 3, “Omnibus Trade and Competitiveness Act of 1988”).

1d. at 38. See Navigation Devices, Inv. No. 337-TA-694, Comm’n Op., at 7-13 (Aug. 8, 2011).

1d. See Certain Integrated Circuits, Processes for Making Same and Products Containing Same, Inv.
No. 337-TA-450, ID at 156 (May 6, 2002) [hereinafter IC & Processes]; see also ID at 153-55.

IC Chips, Inv. No. 337-TA-859, Comm’n Op. at 39-40. See Encapsulated Circuits, Inv. No. 337-
TA-315, Final ID at 85-86 (Oct. 15, 1991).

IC Chips, Inv. No. 337-TA-859, Comm’n Op. at 41. See Certain Cases for Portable Electronic

121
122

123

124

BEXIET | 5=1HA | 2017E7H

Taiwan Patent Attorneys Journal



WEBBBRE ZZB@BTHRXATFANEXZMHFIHR 69

PRI S B ALY AR

L TR R AR 2 TR PRy R
ik 0 F SRS U E e WIS S *d%“J by
e fEH Ffrﬁé”' R RPN R S FIMLY BSR4 IR ealtek Y
5[ R 1 2 T P T é&if’? |3 Bl @'iﬂ”m’ Qlﬁjﬂﬁf’f?@?’lﬁ
R PR T Rl = AR IR D R i T [ EY Y EBI P E
AL V*H“J °

D19 US.C. § 1337@CHORIFPilfelF - 2 eI ETLeyss T g FLl 7]

B 7'/%%5%
% [ P72 Realtck ¥ JR.1 B[ K 50 7 A 2 FT& AL
G o lwrr;c?, I/fr’ﬂﬁt,r. e m.ﬁ;ﬂj;@m B @ig’g, i 1 [i|Realtek V[

HP xﬁiﬁgﬁpeﬂé’?@&[ ‘;}Zﬁﬂ ﬁrg o IR/ FE FfF Realtek[i—% R
T fgijgj;wjﬂu ﬁ[rﬁ% I gigﬁ i) 4 IR P tﬁﬂﬁﬂﬂﬁ} YR E %)}fy rs
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=15 :w‘fgja%[ﬁ/ﬂJE'J129o MEZ FI A3 319 US.C. § 1337()3)O) 5 Rtk > a:f
}’*J]f”! N2 El==y [ﬂﬁ"‘%ﬂ’—rﬂﬂﬂj 35530 o Realtek = E’?F’\Realcomﬁrf[ﬂ{%w
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Devices, Inv. Nos. 337-TA-867 & 861 [hereinafter Portable Electronic Devices];, Portable
Electronic Devices, Order No. 15, 2013 WL 5702593 (Sep. 10, 2013), not reviewed, Notice (Nov.
5, 2013); Certain Foam Footwear, Inv. No. 337-TA-567 (July 15, 2011).

25 IC Chips, Inv. No. 337-TA-859, Comm’n Op. at 43-44.

126 14, See Order No. 34 at 20.

T (R R % RAURE 2 M 8155 B e Realcom ik i 0 W 2 2k B4 & 4 A e 3R 42 ik

)

Id.

1d. at 49.

Id.

3 1d. at 50.
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QEBOEFL N
5 E F#&%&Computer Peripheral Devices % VLI []# 9] |InterDigital 1% =

Microsoft% > H[] I?”[FJ 'J19 U.S.C. § 1337(a)(3)(C)= 9= " | % H ol I*E‘JJ: ) @‘ﬁ% ==
fi EJE'W?:T@@JJ%[JJ/?JF& 1 [l 16 - I ] E;x«lm;gmﬁ;bﬁ? :*s@'fﬁfﬂyl/ﬂjajtﬁ

IR+ A2 F Y PR ealtek LT LY I 26 P o T ALY
U > S I o1V R o R 337 -

2~ i)

— ~ EREFISREEE R R S ERE IR FHARE 2V
A2

TU82014F Computer Peripheral Devices®' VITCHE: » F £ FAT" 119 u.s.C.
§ 1337(a)(3)(C). ‘/T’s‘z“?*iﬁéﬁ RBI R EAT%% F O REPE A R A F—TJ’%UI%k
%—J/fr’ﬂﬁ oo 5 ?ﬁﬁ:fff’iﬁiv VHCBI P R o e '?:Fru v [ 12013 &
InterDigital 113V CAFC)L&% > ITC™" ?‘F '.InterDlgltal IIESUE L= EJ[J”EL\%EJ%%‘ £
"19 US.C. § 1337(a)(3)(c)gﬁ‘§1'j*ﬂ/fmfﬁ#[%‘I'EF CUNERZI T ST L FUSTIEN a Ht
P WP £ TR 1 o [ IC Chips® PTCHUE RS IR el F 0 7

132 1d.

33 See Daniel Muino & Jessica Roberts, Show Me the Article: The “Articles” Requirement for
Domestic Industry Based on Licensing (Sep. 11, 2015), available at http://mofoatitc.
mofo.com/domestic-industry/show-methe-article-the-articles-requirement-for-domestic-industry-
based-on-licensing/ (last visited Jan. 10, 2017); Charles Sanders, Domestic Industry Continued to
Evolve at ITC In 2014, Law360, New York (Jan. 8, 2015), available at http://www.
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W;l (FpLERR G » Pl g 2 BORUI - =9 > [T URL > IC Chips R F%
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20125 LCD Devices 3 ITCH (%gifgﬁ) , EJJ %U@.@??F;?T E'E‘*Jﬁ%’?‘}gﬁ'
BT 2 :rg_gqgj,;“—[/;“a SRR AR Y FWF%FWF'E YRR (RS R
|§[J ’ l}mﬁll?r‘???‘&“ ”_AITE_JJ%” [/%”F' *‘ /\%Efd 5o ol IPL]"" ?}F"EIFW@E@?H%KT@LP
& [N R T T o PIREE S WIS 3 R TR A P58
fE12012 % John Mezzalinguaijk Y CAFCH[ L pL A o [fil [F > % % (& Ifi Navigation
Devices 3 S .l it - ﬂmﬁ”ﬁ’ﬁLﬁﬁﬁiﬁ'Eﬁi REE S Sl R A
fr o ARV R A S VS R R S RS - 9t ITC
Eh#* +fT‘F’,L"[$'L—PﬁHI I3371% ﬁ%‘ﬁ F[&%[K?EF F; s ANPRLER AR R "ﬂﬂlﬂj N
FEES 7 HIETE L T S T » PR ATV 2
SP R H R b U PINTR 33T R B} S R E - E
HLOE A S B S AT A -

goodwinprocter.com/~/media/Files/Publications/Attorney%20Articles/2015/Domestic%20Industry
%20Continued%20T0%20Evolve%20At%20ITC%20In%202014.pdf (last visited Jan. 10, 2017);
Chenwei Wang, Daniel Muino & Lynn Levine, LSI Corp. v. ITC: Federal Circuit Affirms
“Articles” Requirement For Domestic Industry (Apr. 3, 2015), available at http://mofoatitc.
mofo.com/federal-circuit-decisions-re-itc/federal-circuit-releases-Isi-corp-v-itc-opinion/ (last
visited Jan. 10, 2017).

IC Chips, Inv. No. 337-TA-859.

Id. Comm’n Op. at 35. See Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at
27-28.

1d. See Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 28.
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137 SCHAUMBERG, supra note 9, at 2.

3 H.R. Rep. No. 100-40, at 157; S. Rep. No. 100-71, at 130, cited in John Mezzalingua, 660 F.3d
1322.
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https://en.wikipedia.org/wiki/Invention (last visited Feb. 24, 2017). (An invention can serve many
purposes. These purposes might differ significantly and may change over time. An invention, or a
further-developed version of it, may serve purposes never envisioned by its original inventor(s) or
by others living at the time of its original invention. As an example, consider all the kinds of plastic
developed, their many uses, and the significant growth this material invention is still undergoing.)
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20 E-Pass Technologies, Inc. v. 3COM Corporation, et al., 343 F.3d 1364, 1370 (Fed. Cir. 2003).

(“Where claim language is ambiguous, the purpose of the invention described in the specification

may, of course, sometimes be useful in resolving the ambiguity.”)
Allen Eng’g Corp. v. Bartell Indus., Inc., 299 F.3d 1336, 63 U.S.P.Q.2d (BNA) 1769, 1774 (Fed.
Cir. 2002). (The preamble simply states the intended use or purpose of the invention. . . . Such a

21

preamble usually does not limit the scope of the claim unless the preamble provides antecedents for
ensuing claim terms and limits the claim accordingly.)

MARTIN J. ADELMAN, RANDALL R. RADER & JOHN R. THOMAS, CASES AND MATERIALS ON
PATENT LAW 468 (3d ed. 2009). (A claim begins with the object of the sentence, e.g., “A method of
making coffee...” The preamble generally states the general use or purpose of the invention. It thus

22

helps to show the broad area of technology to which the invention belongs and may help the PTO

assign the invention to an examining group.)
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Festo corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., et al. 535 U.S. 722, 723 (2002) (To
enable a patent holder to know what he owns, and the public to know what he does not, ...).
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claimed invention as covered by the application as filed, this feature may be maintained (see G
1/93, OJ 8/1994, 542).
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Maxwell v. J. Baker, Inc., 86 F.3d 1098 (Fed. Cir. 1996).
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patent application shall be determined by the claims. Nevertheless, the description and drawings

EFIER | =181 | 2017E7H

Taiwan Patent Attorneys Journal



o8 " BEMR

P Ry o PR -

féﬁﬁi‘i’\'\’gf%u?;ﬁ (EPC) §I69|'r;er[/ rshauJ P HAFE T A P
W25 B812004 Eﬁﬂﬁi ST56 % 537 F@J ° 20135 § JJ%[Jii o[ K BT S8 [ BT4CE
EMIFERUEY F%FVJ%'“@& NI BRI S 1 L R %F‘EJ%;J » HHf
LN Fﬁ:“'ﬁ(ﬁ@;w 9 T Jéﬁ?v‘%?ﬁ%}bﬁ'rh °

=~ BIYMERBIEHL
(—)EUMEFIF (EPO)

EPC 200045 (20075 & #5) (ST 5769 % 5T 1ZF L - F@»%f\'gﬁ[ms@w\a'gj;
WW%%W&%ﬁ@%9%$EWHw%i G0 > SRR (description) *h [l
:W%Fég’@éE'JiiﬁJ%%ﬁ%j%fgj Pﬁ%“EPC%T@['%J/?%t%;7TF,L“' TEPCHT69 (% T ekl
TR L ﬁ')’\’%'\';éjl FIIpY e e waa! [ﬂ:lvf&%jw,gjf”r[m B o Fuﬁﬁﬂdf FATR A ) B
H o T S ﬁ?fﬂﬁ&ﬁ&bﬁﬂo%ﬁ%ﬁ@ﬂ’ﬁf%$p@uwtg
9| (guideline) » FHf A fl el i mﬁf{;ﬂﬁ:ﬁirﬁwg L PR i 2
?,&ﬁ«*uﬂ; FI A~ F)?—:ElﬁFﬂ FEI i o ey 1 5t i R 1 R o L o SU
FiF I oz R R S P AR OB PR« I PR LY
T SR ES &S N ”ﬂJ A T S R =
R G f  TT

B EPC 2000545 V (ST EIE=E T PR i (the terms of) | =7 » %}
CREEE NS S LERTESREN-7

P B e O P AT TP R PR oo e b g
By HBUR A T (B B R R

shall be used to interpret the claims.”

g E AR TRAE o TR

®  Article 69 (1) EPC “The extent of the protection conferred by a European patent or a European
patent application shall be determined by the terms of the claims. Nevertheless, the description and
drawings shall be used to interpret the claims.”

" Protocol on the Interpretation of Article 69 EPC.
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®  “The scope of protection conferred by a patent or a patent application shall be determined by the
patent claims. Nevertheless, the description and drawings shall have to be consulted when
interpreting the claims.”
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THOMAS KUHNEN, PATENT LITIGATION PROCEEDINGS IN GERMANY 2 (6th ed. 2013).
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Inter Partes Review.
37 C.F.R. § 42.100(b).
Patent Trial and Appeal Board.
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REGAEAR " HEYFEARE ) ARG 101

L&A FE AR5 BB X

SR A Bl R R TR SRR R R
( Broadest Reasonable Interpretation, BRI) - | II;I%?H N4 ﬁ%‘}‘fﬁ v Ef'«’ﬁ"i!?%ﬁ]ﬂgj?}
- RV F’T’?; Fﬁ Her o AR E F[T?} f, Rl FE 5 ¥ ((Broadest Reasonable
Interpretation Standard) -

AR FFREBE (CAFC) 4 Phillips v. AWH Corp. %93 B3 2kl P fisf]
PRI (PTO) SR T PR R ) A55% © T PTOTREF AR Y g
SRR DB HRRY R Oanguage) RS BB TR il
W T %u T AT VR EIHEF@I Fﬁ' R L LR o e T PTOFW/"E[
PP Y iR S TR B P T A AE )
wvwi'$@<mmw>da#ﬂm%[ﬁrwwgwiﬁﬁﬁWV§w<
(antecedent basis ) » '] IE:I % AN K JDFI SR [ AZ R T E P ?{ ﬁlj tH J‘)’F?é

R 15
'J&_"JJ

jfﬁjﬁ“ﬁﬁﬂéﬁ Hi> R S fspr ﬁﬁ"f?w[iﬁﬁ“ﬂjﬂ“?? fH] EF‘, ’jf/\I;[
BN S A Eo RR = H[% karF»H[% VB IERIR G o [N T S
[21 M IS ﬁqiﬁiﬁé’j" » Fefi H L S e o EIUHIFI%%%EI%%‘J‘JEﬂ%‘ipfﬂj
> [IRLE ffim*/ﬁfr’ﬁxfﬂ‘%ﬁ; :FUH[FE‘{}S-F}%—@E VI ’fl’frﬁﬁ?ﬁjﬁr?jdl FH 5]
ﬁ'J IE’E' EJJ: I/ﬁﬁ['f 4F|%'FU%L:‘F&
w#w%k#W%ﬂﬁWEﬁﬁ,rﬁﬁﬁ’%ﬁﬁﬁpﬁ’ﬁﬁﬁﬁﬁﬁﬁ
EAD STiRC J/—Zﬁ%ﬂ* SERE F, [&F&Fﬂ@fﬁﬁ}ﬁﬁﬁfﬂﬂ (justified) I ;,FU&S;
FIyE gl o El”TF?H TR, ﬁi‘ﬁjﬁ‘%J R ETE S Y (possible) i
oo kL ﬁ%j;jﬁE'Jngﬁflgﬁl%/u"’ﬁ%??}“ ETFJ' Vﬂﬁ 2 e B PV (ordinary and
cmmmmy>ﬁ%ra&<wﬂ§%9“J“ﬁw#ﬁhqwﬁﬂ RIS oy 2
ﬁ%‘j* SFH] AJJAH"FV j'bﬁlﬂﬁlpﬂ'ﬁi %$ NG Ff@gli? IR
714 M Fl‘:"ﬁwf—jﬁrﬁg? ?fi R 2516

37 C.F.R. § 1.75(d)(1).
Phillips v. AWH Corp., 415 F.3d 1303, 1316, 75 U.S.P.Q.2d 1321, 1329 (Fed. Cir. 2005) (en banc).
MPEP, § 2111, Rev. 07.2015, November 2015.
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102 " BRME

[zfiji%@f %[Jiﬁ'ﬁ,ﬁ@q‘»f ] (Manual of Patent Examining Procedure, MPEP ) /4!
é’ﬁywﬁgﬂ%w%@%$$ﬁ?*w;gﬂo
(1)%? AR ] o F]ﬂpﬁuﬂ ; B%J[:—F‘})‘gL} S| ;117\_ i
B POR f AR R RO T (words) SRS F[ﬂﬁll%&ﬂ ( plain
meaning ) > [#Z ]‘:‘E‘J}E{L%?H‘FIF P e F'JEFJ[ I FFIﬂF”%{L?‘&J e EL—F“MHAE?;@
fﬁg&gﬂaﬁ?ﬁljaﬁ#ﬁﬁz [ (AIA18 BRI L E ;ver[%ENg bsp = fee ]
PO - %H* AT rﬂﬁ SRR A /1515”7“ a T CALA R
L J’%Hﬂ%bi DEPEAIGEED) SR I TR FU%{L?& 20,
EiR Vﬂﬁ SRS E”T [Filfi e YR I R Eij?ﬁﬁ%ﬂ$f§¢ Sppu
4 S jl I R SRR SRy R %—} ANl uff%l\}&ﬁ”fﬁlijw’ﬁﬁ%F'FJ
;F1 y El[ﬁ[%FlF ERE %j\ NI IF[J%‘EJ'EJJ: i E A Fg[ﬁi (clarity) 2
[4%%\ FVH] AEAfLHrJ;firaﬂwpl?@lgﬁﬂ , ’Eﬁjﬁ%{fl’ ) épfﬁ:ﬁ_ﬁfj@ﬁygﬁﬂj N
IR TR~ f EIP e e S Gl G e FHR i R E R s ey
%$ FJH _4 = ;qugﬁlﬂ H'F’?IE:IF' ﬂ ;r;r
”ﬂf’/f:@f ’ tﬂ‘ﬁ%? Pl Rl 7 H'ﬁ%& *FA%F‘EJ%}H'%J%‘ AT R RGE -
sj/r ﬂﬁ SRR AT T@P%H 22
()T SO BB 4 S LY B 5991 R
BEIRH JW%ZF[EJ?{ i Eﬂgﬁﬁlﬁﬁgﬂﬁ%ﬂ*fﬁﬁﬁﬂ’ % (language) - [HEIRIH > T
fﬁﬂﬁ’??ﬁﬁﬂ*fﬁﬂ/ BELTT][J (limitation) 7 * (read into) F¥d[* (import into) %?fﬁ
[l BT R BRI 15~ B R T
* 1 R IR e oo

Id.

Leahy-Smith America Invents Act.

#effective filing date > F45 A FEX B HRTFE  BNBRYHFE  2HEERTVH
EXWHER  ZaTFEMH AFAFEAFZFRPHA (actual filing date) -

2 4wH Corp., 415 F.3d at 1312-13 (“ordinary and customary meaning” is based on the
understanding of a person of ordinary skill in the art in question at the time of the invention).

In re Abbott Diabetes Care Inc., 696 F.3d 1142, 1149-50, 104 U.S.P.Q.2d 1337, 1342-43 (Fed. Cir.
2012).

In re Morris, 127 F.3d 1048, 1054, 44 U.S.P.Q.2d 1023, 1028 (Fed. Cir. 1997).

21

22

BERIET | 5=1HA | 2017E7H

Taiwan Patent Attorneys Journal
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bSO 'SJZ—“%EJ’ %IJ%?F‘EJ?' I &85 s 7o RLABERY T [0 PRUEG B o [ E ) O A
& duﬁfﬁﬂ}fﬁ‘}iﬁvﬁf FE 7 S B A F}QEJ*—% (lexicographic definition) - ﬁ‘/[ﬁlﬁ~ iy
ER RN o Eijrifﬁl JBk53 o (NI TSR (in view of) E:;’E]EIF pﬂ}%ﬁi%
TR T ? “’W%H%EF'F | HTFSEEGRIE T %T‘ R IFF}FJEE%

FIot & digiss-p ‘/ﬁr‘ﬁ?’%r‘%ﬁ FYL12 137 (6):> FIF&AIA Vi BT LI2 (% T (6) 1
IF@ (R = 2 I 1 B - B a4 o s i oo

gy PRI f%”ﬁiﬂ"ﬁm'bﬂ@”%ﬁﬂ?' SR - A1
Hﬁ‘/;ﬂ;[‘myiﬁ! ST FETH I T T A PTOSPR i gy Al
(EFRE |- GRS RV S e J}’”ﬂ*[f’:ﬁ‘/ (A 2] 8 o

(3)H' fﬁj’hﬁ { R SPPORERE e S i ¥%? Fi. &

%j* g[ ] HF,F&E‘T‘} Fﬁ'}ﬁrﬁgl@ﬂ[ﬂﬁ SRR POEE o (S RT9 [5;154 A. ’gl
H[ s F'[:E' Flel o r}jﬁg?f (lexicographer ) EJJE : B. F:h[ H[ L1]“"H‘r]aFJF H[f[ &
(dlsavow) F\/}i[zﬁ% (disclaim) — %T IR HFIIEIJ%»L ﬁﬁ‘“[ﬁﬂﬁﬂj 1}" [?5354 s 35 P

Aﬁpq%lf[[%ﬂ el ,;{j?&@t'giﬂ&%_]j:ﬂjm
A GER TS
Hl k % F{I:EI FlelpYgEd r.;ﬁ?:g ) %ﬂ‘{‘%ﬁ%fy“ EFIEAF[I%EJJ%*I/%FIE G
iﬁt“ﬂﬁﬂﬁ CERIRVEGE T ALV IS E']J@T&W%ﬂ‘ R uﬂ’%ﬁ f'ﬂﬁ
SRR l@r% A e LA b i ‘/#ﬁ{“ (AT ! Fl%gu
RIS LR ) EI USRS T ENCICEA %m R
O o 1) S R A A e .
T H'ﬁ?‘b M EPRT— HE F,?ﬂlﬁ A s o E'IJ?JL }H}iﬁfﬂzﬁ Zﬁﬁ"%‘} TEIH o
o P - - IFHRER IS - PRI HRSVIE IS -

23
24

E-Pass Techs., Inc. v. 3Com Corp., 343 F.3d 1364,1369, 67 USPQ2d 1947, 1950 (Fed. Cir. 2003).
AWH Corp., 415 F.3d at 1316.

Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1387-88, 21 U.S.P.Q.2d 1383, 1386 (Fed. Cir.
1992).

Toro Co. v. White Consolidated Industries Inc., 199 F.3d 1295, 1301, 53 U.S.P.Q.2d 1065, 1069
(Fed. Cir. 1999) (meaning of words used in a claim is not construed in a “lexicographic vacuum,

25

26

but in the context of the specification and drawings”).
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104 L SROME

SR AR %‘j* i I/Ej RGeS DFIEJ%L‘“{%I”{*FF”%:& | ﬁa}%g%
P Jﬁﬁ R ) il P AL
_ z;f;;r EME F[lij (ﬁkﬁﬂji E[”fgj:;ﬂ ﬂ;ﬁ—lﬁ %{Lﬂ °

TI%F‘ H'tﬁ”%ﬁ* A RIEHRA S BB B RN F S - A
=T féﬁﬁﬁuﬁ Lipg il ﬁ“ﬁ:#ﬁmﬁm .

B Ll

Hlﬁ‘% H# Ellri%ﬁFJF HIE & F[J&_ﬁ‘/}iﬁié;'%—} uala] E—lﬁtj/ikﬂ%‘v[gﬂﬂjij:k > i
%ﬁa%{iﬂjﬂ‘Jﬁka‘&J/ I@P% o ﬁ%j\ TR F\[ RV EHE  pUE TR 5 G
(clear and unmistakable ) | ‘[?iE-JT FRHES

SR > BRI BRI V%‘*[sﬂﬁug\ CPRHR T CRLE A - B
= —FU FlT E”f [EgEf (disparaging ) 3 — ﬁ]r%\rﬂj _—Pu S - ﬁjfﬂjrkgﬁﬁé
(exclude ) F?q—*j B 32,

MEEIT IR P EpyRHRORER > Fh * IR R e o
BT A T TR S O RO R o PV RS AL R
iR o

I ‘iﬁjﬁj Jiiﬁfén%%iwﬁ‘ﬁﬁfﬁfﬁ g i’ o
M
F

2z Multiform Desiccants Inc. v. Medzam Ltd. 133 F.3d 1473, 1477, 45 U.S.P.Q.2d 1429, 1432 (Fed.

Cir. 1998).

AWH Corp., 415 F.3d at 1320-21, 75 U.S.P.Q.2d at 1332.

Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364, 1370 (Fed. Cir. 2005). .75 k2453 K

B F2E Tabout | fEAEZ% Texactly | » CAFCT B » B &M k48 T X4 (about) |

FTHEREFRGAZE T (eXactly) D R RERAEPNZEXTRAET AR
8y > F b "about | JEAREFE L H L@ A i@ F 4y (plain and ordinary) & & > WFBP T 4wk
(approximately ) ;| o

AEEEH L ATEEBERELMBE LN TR AEEMAPPEERFFANMZFELE
FZERFEAS B & 6 T RIFIR LGS E 0 SR G R RIEPRIAFE ST A TH KA F -

SciMed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337, 1341 (Fed. Cir.

2001).

In re Abbott Diabetes Care Inc., 696 F.3d at 1149-50, 104 U.S.P.Q.2d at 1342-43.

ﬁ"é""ﬁ‘ 5L 4 Tlgi%ﬁ/&@:éiﬁfr%_téﬁ? B ABREMBERREEVEAM TS LA

A REBA RS IE B AF R & &

28
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REEAEAM T AREYFEAEE ) AEGIRA 105

(AT 3 B oA

IR LS R P (R RRR Y R RO PO E AT L T R R - R
Vs W®HVﬁ%w<@7ﬁﬂﬁyW#anmﬁuﬂp>’»ﬂi%ﬁ
Eljfllﬁﬁkﬂ‘&ﬁ&% &S

5V~ (i REAL o 7 ﬁf%ﬁmﬂiﬂrfﬂﬁ”ﬁﬂwﬁ
%’“I’W$$*ﬁ%ﬁﬁﬁw;’Hﬂiﬁﬁ#%$pV“mi HL S B
f%.ﬂ%%ﬂﬁwiﬂ’w@ﬁwﬂﬁ”Wﬂw@ﬂo R RIS R

PIRFR IS o f O R PR E S R IO P
R IR R PR AR > T R Y PR L
= #jﬁw’ﬁﬁasﬂ%w%ﬁﬁﬁﬁwiﬂo

BT TR o E - R IR S IO R i
ﬁﬁ“?%’wﬁiﬂﬂ#%$PV“wi ﬁwji ﬁa’ﬂaﬁm%bim
Be A o F BRI PR R A S PO LS B N R R S
PR U R P o R T IR (R TLI2EE SN0 A
IR st ™ S RIEYL TS BV (HE Y e -

3 “The claim or claims must conform to the invention as set forth in the remainder of the

specification and the terms and phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the claims may be ascertainable by
reference to the description.”
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AR R A MBI RTANERE BRATIRA XIF
(THEEAR R X BRI FZAE)

AMEEEAH
BRE—AFRE
A7 (GRRRENTLAR
LanayERKAHE
WERFAR
EROTE

RAE b
GMERGRNT

F—FR?

ZREHARE
Rt R N
HIEREER?

el
i}

FEFZE

AZR BRAEL &

£ ER¥NELERA

A A4
B E | |40 SRR e k| [ MR & (B AR Fom i LI
B (| |RA2 R LR S| AR D & & A Ao
B Rl | [BHRAARAAT ||~ REGELARAGE[ 5

&) ERAEF G IES

HER WA ZH T

Jo b BER AR &)

Bl Tk RBZRAZOETR (RARAA LA EE 245 (D)E)

2.k R EF TR AT K

FE T (AR08 35 1k [k Ay s E‘ﬂgj FIIR gy A el 24 7 [l
0 R R S R (LY Y O RLEL S O] A
ST R 35, - 5[] £R Phillips =¢ ﬁ% SRR TE AR ¥ ( Phillips-type claim construction
standard ) - Xl
I ) 2 5 e TR 355 R 10 A ) R
CFUEROES L [ T RIS ) A B SR 2 AR R

% “patented claims are not given the broadest reasonable interpretation during court proceedings

involving infringement and validity, and can be interpreted based on a fully developed prosecution
record.” MPEP, supra note 16.
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REGAEAR " REYFEARE ) AFNHIRT 107

Ww@ﬂw?@&’ﬂﬁw % i %ﬁﬁ PR T F AT
TR RIS
SR I AR S5 AR O R R AR 5 (R
[ﬁlﬂbF[l%;ﬁ%[]f@lf[[FlJ?I ]ﬂj%j\ E) W H[%’?alw’ : ‘élj}‘l:"[_liJ[%ﬁ%” %
Eg&[l’ (ij[ly}}ﬂi) Fy[gyl 9t (ypiﬂw@i) ﬁlﬁr‘;; FI B Hl%’jﬁa[ » IR §|15J;%[J7yﬂ
W%ﬁww%ﬂkyimﬁ P WA VR IR
%%siﬂuﬁw%”o
EHE T Y A E R R ’W#%W%%RWP%%%~?’WW
CAFC#H#*° 1996+ Vitronics v. Conceptronlc:j( EJ’I‘“H&H[]?J’?" VR ?‘[j‘%& VS
2002F Texas Digital Systems v. Telegemx:i (#5 T Texas Digital ; %) pu2{Hefl
Al s ﬂ’%lrﬁiﬁlifk[mjj%g JA A T VR R P
%ﬂLi %ﬂ@ﬂ’ﬂﬁwinJTWV%@%?EV“mﬁ TR
[ g“ﬁ%f %T FIy a5 K PrIgT o Ll C T2 -0 R ) o SRy > CAFCH?
2005ﬁFPh1111ps v. AWH Corp.%f = [ #[jH&HIT%E”Tean Dlgltallﬁtfmé‘ﬂ%ﬁﬁj RN
ESEJJ I i 4 E}‘}ﬁ%j@g‘jﬂ RHAYZ ol AR ﬁ%ﬂ*fﬁ”ﬂﬁ%@ﬁﬁﬂ?} Fl A5 5
P o P SRR FL It iR A2 o = ﬁ?ﬁﬂ%ﬁ%ﬁ:@pw%ﬁ , mﬁ[ﬁ;ﬁ-’j
B RERACIH ARG FIFhR 7 sk fLiE -

% “Generally, we give claim terms their ordinary and customary meaning, which is the meaning a
person of ordinary skill in the art would give to the term at the time of invention when read in the
context of the specification and prosecution history.” AWH Corp., 415 F.3d at 1313.

TR AR B A&%ﬂ%Aﬁ?ﬂ%sz@akm*m’b%¢
FHHEARTGEDHA > ARLABHBRGEET AR €300k FL P}«ﬁb‘#’ua
J& & (prosecution history) 4% % 3% (file wrapper) -

0 L BICAFCH# £ 5 4197 518 AL b 348 & b P73 2 ST H i 3 T A2 2 93

39 PATENT CASE MANAGEMENT JUDICIAL GUIDE, 5.2.2 SOURCES FOR DERIVING CLAIM MEANING 5-36
(3d ed. 2015).

0" Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996) (finding it was
“improper to rely on extrinsic evidence”).

1 Texas Digital Systems, Inc. v. Telegenix, Inc., 308 F.3d 1193, 1204 (Fed. Cir. 2002) (establishing
a “presumption in favor of a dictionary definition”).

42

AWH Corp., 415 F.3d at 1316.
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CAFCH' % IV % > Texas Dlgltallif F)JEJF% REEIPF > SR %
PRET " B -+ AEFFI TR %? %g%%,
ﬁ‘/?’ lﬁ'iﬁé [ﬁ~ (il (7 =t > (94 T HERE

FERHE SRR o B TR AR R BRI
FTJ %j& gl NS nl:lF[Jf[gﬂbl’ Ighi TE2ERY (clear) o HJZ \/FI%JEI‘}/}‘?[ }%ggjé;’zﬂi%
o

3.RAEFEHAELFLEB® (PTAB) FERF MBS X

2012 F 9 K[ 16 FI #& & ¥ g AIA}{%’ FUEFY "% % F] % (Inter Partes
Reexamination ) - | &% T %4, Hi% (Inter Partes Review, IPR) A~ | » @ﬁ% K
f%if?gjﬂjﬁéﬁm'[é‘ P ERY T AYIE B HEWH (Post-Grant Review, PGR) ™ | 555 i -
RS ﬂjrﬂf! i (USPTO) HLTVE > TSR FIG R -ppu e 31 - 2 IPTABSE
REEE A R R L B nﬂﬂ#ﬁmnﬁ@mmﬁf
%w’%mVimﬁﬁwﬂamwufrwawm,mmBu@ﬁ%@% NS
Bt TROERL 1y = 75 TP IPRA - pU R £F @% S PR iﬁ’ %U%T?ﬂ&‘?" gES
¥ F[%'fl‘ﬂ: ’ PTABF"HSFT[J“‘E‘E%T@JH‘Fl?ﬁﬁﬁﬁ[’[ﬁ”][J s FIERL F[?’E*JIPR%’T [#f(H'
HE o T L PSR R BT - B
KEPTABAT{HvE AT EE E ) P - *J’F‘f fi [ﬁjCAFCJZE_if_'_FF% °

2012F 9516 » AIPRI-=VE kg TF] F! » Garmin International, Inc.Z2Garmin USA,
Inc. 5% Cuozzo Speed Technologies, LLC ( ™ 7#i I Cuozzo ; ) }?‘g‘q EIfJ%i[ESE'EJJ FJUS

3" 3M Innovative Props. Co. v. Tredegar Corp., 725 F.3d 1315, 1326-28, 107 U.S.P.Q.2d 1717, 1726-

27 (Fed. Cir. 2013). #% % ¥ T continuous microtextured skin layer over substantially the entire
laminate |, AFAEF LA T L > B F 4B FRIRBHMEZF LA -

35U.S.C. § 311(b).

35 U.S.C. § 314 INSTITUTION OF INTER PARTES REVIEW. (“(a) THRESHOLD.—The
Director may not authorize an inter partes review to be instituted unless the Director determines

44
45

that the information presented in the petition...... shows that there is a reasonable likelihood that the
petitioner would prevail with respect to at least 1 of the claims challenged in the petition. (b)
TIMING.—The Director shall determine whether to institute an inter partes review under this
chapter pursuant to a petition filed under section 311 within 3 months after—(1) receiving a
preliminary response to the petition under section 313; or(2)...... )
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REGAEAR " REYFEARE ) AFHIRT 109

6,778,074 i 2113 204411 571 ( IPRAE A » iy USPTOR[Fl ¥ ¥ S 110 ~ 14
K 1 THAL TPRA - » Cuozzoﬂlrﬁﬁlfj ) ﬁﬂlﬁi“ﬁfﬁﬂ v 22~ 235V ]J“r?:f/:%fﬁ » (HPTAB
P12V ES Vst A G IR RURERT Y B 2] gLy
SE IR e pdﬁkg%gﬂﬁjjg;VFhﬁﬁ > H20135F 115131yt » ?H?E§Z3rﬁ
EREEN| B pLTN I

;gTJJ FlI# * Cuozzoht2014F ¥J[jj| CAFCHLE _FF%  EFELPTAB Ef,’f’jﬁg'JBRIﬂ‘E’
VR o 2R B D Phillips> o FAERRARYE o Cuozzopi b - (RSB
FlIEE A o o g AR SRS IPRA (R R T (AL T B AR
> g A PR e SR o USPTORT EAURRIHIAIIE - #74 L R Tl - &
PUEFRI T 7% > & S FIEEPTABRRY » F) TR 2R [k 2 g 0 7 &
R AR g TR fie s f FI LY BT 7 9 [EPTIORREY ,  JIRE R
LR e =9t PRy R TPy S — il UG R FIRORURET R -
PTABT IPRA [ 17 % [BRUSHEE » Sk BRI s -fI oA - 2 74~ ] b
RGBS o PUERS AR BRI S A

4 37 CFR § 42.121 (“(a)Motion to amend. A patent owner may file one motion to amend a patent,

but only after conferring with the Board....... (2) Scope. A motion to amend may be denied where:
(1) The amendment does not respond to a ground of unpatentability involved in the trial; or (i) The
amendment seeks to enlarge the scope of the claims of the patent or introduce new subject
matter....... (b) Content. A motion to amend claims must ...... , and set forth: (1) The support in the
original disclosure of the patent for each claim that is added or amended; and ...... ).

35 US.C. § 316(d) AMENDMENT OF THE PATENT. (“(1) IN GENERAL.—During an inter

partes review instituted under this chapter, the patent owner may file 1 motion to amend the patent

47

in 1 or more of the following ways: (A) Cancel any challenged patent claim. (B) For each
challenged claim, propose a reasonable number of substitute claims....... (3) Scope of claims.—An
amendment under this subsection may not enlarge the scope of the claims of the patent or introduce
new matter.”)
IPRE #1% » PTABZ2201269 A 16 B 22016 F & A4 s 69 2 P » BT A 35 K783 &3 % 34940
 (ET71%) » PR H KA HFA 2 R 189 (B 14%) » o3 KB &k 18344
(b14%) 2016 h 2 kT b PTA 5 KA S 4234 (567%) » Pl sk KA
MU A E A (B18%) » 5 sh KA LA E X2 (L15%) - 2016 PTAB
YEAR IN REVIEW, available at https://www.wsgr.com/publications/PDFSearch/PTAB-Year-in-
Review-2016.pdf (last visited June 26, 2017).

48
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7\ | o

CAFCHF20155 2F[ 4| TRl EGF =75 CAFCE [RIPRIRERV I fF 2k
RURIFOZEIIRL - ATA™ Fg;%émsa’sr@mom@ = ,ﬂgﬁ;{g}pg j/ﬁﬂ%%”ﬁ%ﬁj%jgpg@ﬁé ,
B I EATARY = 2R EE*FJ%BRI’%F[LFU%J P> PRI ISt T bR ™ BRI
VSRSl o ALASERCIPRAL (10 R oI » Boh DI 4R 7 [P A o [ gy
ﬂJ AL > USPTOE fild ﬁi@ﬁPR“g TP USPTOFEI‘”'J&;V AFTH5742.100

& (b) ! i » FIPRAH A~ H[tﬂ‘”[é. |1 l/;Jl ?]JHIEJ%T F o ?ngp;zﬁlf 12

J/fﬁigz m%q@“ CAFCH[i JF%E: » USPTO# | flfslgar=- $04f » ¥ IPRA -] lﬂ:ﬂf"
T 1L AR H BRI o

CAFCH-2015% 7E 8 1 = [k HE "1 > R [piCuozzo ol o B4 4[| CAFCHRL
S EETR %pu%ﬁ@ﬁ » L ELPTABH IPRA 5ol 1#2 F BRITE”&EJ%@J%‘}* fooo ﬁg
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AWH Corp.,415 F.3d at 1317, 75 U.S.P.Q.2d at 1321.
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Purdue Pharma L.P. v. Endo Pharm. Inc., 438 F.3d 1123, 1136 (Fed. Cir. 2006).

SanDisk Corp. v. Memorex Prods., Inc., 415 F.3d 1278, 1287 (Fed. Cir. 2005) (“There is no ‘clear
and unmistakable’ disclaimer if a prosecution argument is subject to more than one reasonable
interpretation, one of which is consistent with a proffered meaning of the disputed term.”).

Martek Biosciences Corp. v. Nutrinova Inc., 579 F.3d 1363, 1377-79 (Fed. Cir. 2009) (finding no
prosecution history disclaimer when applicant also distinguished prior art on alternative grounds).
Adept, Inc. v. Murex Sec., Ltd., 539 F.3d 1354, 1364-65 (Fed. Cir. 2008).
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2 Starhome GmbH v. AT&T Mobility LLC, 743 F.3d 849, 858 (Fed. Cir. 2014) (relying on
statements to European Patent Office to confirm construction of “intelligent gateway”).

Pfizer, Inc. v. Ranbaxy Labs., Ltd., 457 F.3d 1284, 1290 (Fed. Cir. 2006) (“[T]he statements made
during prosecution of foreign counterparts to the [patent in suit] are irrelevant to claim construction

73

because they were made in response to patentability requirements unique to Danish and European
law.”); Apple Inc. v. Motorola, Inc., 757 F.3d 1286, 1312 (Fed. Cir. 2014) (explaining that the
Federal Circuit will consider “statements made before a foreign patent office when construing
claims if they are relevant and not related to unique aspects of foreign patent law,” and limiting

claim scope based on statements to Japanese patent office).

BEXIEH | 5=1H1 | 2017E7H

Taiwan Patent Attorneys Journal



(D)%
WW%@ﬁwmmﬁ%raW@@w%@%u%%%W#%w%ﬁm”’%%
ro jj-/\,gjz_ﬁ;gm%b$ Fi TP ka[m%“”?flﬁﬂji I/ﬁFIF Hl%ﬂ'ﬂﬁ*[ﬁu [ﬁ[ﬂbﬂ[%’?ﬁ
BLIAHER - b Evﬁ,ﬁlﬁ%ili (i/D:??kH A S %I NG R ﬁtﬂéﬂl%
FE) W AGRLAR - 75FIH "I b 1 B SR L -

(=8 =

SPECE) 2 GRE R LT o PRETRIFION - - T S T LR
H‘ﬁ%’?ﬁ“ REEIE i ﬁj,ﬁ?q%?}}:iﬁ"@;l 9 F[JHI%TT_&[ » 2l ge e E"EAF[@&'*‘TEA
Fgﬂﬁmﬁﬁgﬁﬁ%¢~’EEWﬁﬁwﬂw’W@QW@Wﬁ@ﬂﬂw7
il PP 0SB 91 P IR AR L I gy AT -

Th ~ PR Gl SR RE I 2 A - ESE T X LB IS Jh il
¥ o BIRE S SR AR 7

R B A 4P S Y I TS RESTAE R T VM AT 7
o PR T RPIf IR AR o R O SRR o AR R
SYIOFEV BRI R mmrﬁwﬁﬁﬁﬁj’ww&@am
BSOSV RIS T o0 FIARIV A, PSR R B I (A
R IRV LR S R O i f R B = (9 EPCET69 T
IR rﬁi’?""‘ﬁf?[JF&IE’H’”J!%IJFU%;% J R R Y PR .
BB AU SRR A 5 AR PIFIR  T eg poPet - S
PRI A B IR IR [ IR+ R g A
B VHEIHE R A (AR E I B S A ol M I TR
R o

4 PATENT CASE MANAGEMENT JUDICIAL GUIDE, FEDERAL JUDICIAL CENTER 5-38 (3d ed. 2015).

F25. 13, $ 98
® R ERE S R —AReT 0 2E71E 5 469F -

75

BERIET | 5=1HA | 2017E7H

Taiwan Patent Attorneys Journal



KB FAEAM "R FLARE ) AR 123

B b IR S R R T T el e e
C T Afad ) ) P HERPFIA AR R R E?Ejzéﬂ ICIR
B VAR 5 P8 15 TR ST ATRTE R I B P SRR ST R
FERLN PR O B (FINRIE ~ BIFE PR WEPIVERR - B e
FEFPRL fy = FIVETER ] e S R i e ) S LR [
ﬁ@ﬂ@wwiﬂgﬁﬁﬁwﬁ,ﬁwyﬁwﬁaWPw%%ﬁﬁ?i@wﬁéﬁ
B0y ™ P I S A o gy ™ RS R A -

B~ &G A

(e R R (L Sud L il E R R #ﬂ%ﬂﬁ

PR @*@“?Ji‘”ﬂ‘iﬁd’ﬁFﬁ‘é?ﬂi%%%ﬁ HES '“\"EIEF%‘”%ﬂ‘ fi» et ﬁ%“
Pl ZR N Sl HJ@%F[[%EJ’ Il ﬁFIFf_f[ i Flgj Fllfet {F - IQ’T@E iy i EJ!
FIRLfy €3 P emEglsf o7 o 7 g ALRE - I Efﬁ*”%“ﬁ il

%MMAﬁWVWW%o

ﬂwwmﬁﬁﬂﬁﬂ‘f%$@ RN AR A T2
fio W CEERA L o PG iTFII%;J;%[Jﬁ‘“[QI FlfS & — %? F3% - Wul_{ﬂsgz@
fLo 2R Gt en]LHl%bﬁ;ﬂjﬁ‘c*[gu [/%X?ETUI_4¢E@LEI fid AIFJ’*IJ?SE?EE" W i
—\J:Ji%:\;:g}[ﬁ I/E,;,JJF" %‘jw TEI L AR SR g o [N PSR i B rgﬂ%};[[ﬁ%‘jgj{ﬂj
a‘cl[gﬂ [/F'Ju_zl drelEy, ’—szi%u Jyj;j‘*FJJ o

ﬁ%ﬁ‘ FIFF['%E [/Tirff?ﬁjbp[ﬁﬁ’?‘?ﬁ BERE Y o [k S B TR 7 | HRg
W’Wﬁﬁﬁﬁ$$MMﬁﬁﬁﬁﬁwrw%J wrnmjjﬁkwq%ﬂ
o F VR TR N R T RIR S R AN R A PR R
Bqﬁl%‘ ? PR g FEIJ;EE[J bl i'ﬁl}ﬁgﬂl:\}H[% 1t qfﬁ;ﬂ;%% , ﬁ\fml r FIEsa FK}
TREs  TERE VAR R A IR A R IR R
WW@WW&”HW@f@fﬁﬁ'rﬁﬁw P SRR TR 4

" mﬁa$%#%k%@ﬁ F 7048 H25R 0y A RA P HRA BB PR @R TR

E | OYIRFE o

EFIER | =181 | 2017E7H

Taiwan Patent Attorneys Journal



s . BRRE

RLPVIICEY #0312 g p e
vai(Wmﬁﬁﬁﬂ%”

1994 ;erj;ﬂni FYS6IEETIEL TR o R g P ARG
NI E &@V@{ﬁ,mmﬁ%mﬁwﬂmfﬁwﬁvﬁﬁﬂ”%FM%ﬁJE
BRI TSR SRS A WA
I I ’H’\PJ?}E},“#J P[%{Lﬂm?[ ) @ﬁg@ ...... L ], Fr‘ggqg‘jt ...... 5
BRI A > T J/I?eqx/ VT I”FIJ)IJ‘{‘EEE.*‘J»{?%FTJ NFEREML EEES R
SN s Pt NG SR ST AN N L ¥
o

BP0 d05 AR S SR Tl R
m?pQ%@c,@gﬁfﬁﬁiyygﬂﬁ&ﬂﬂﬂﬁTff§(Wﬁﬁ%)ﬁﬁiﬂﬁﬁﬁﬁﬁjqﬁ
FRIF S A B RPIE W R PI T o
(ATt = L ) - B2V S50 BIRRiai ot (bl Eaq i
PRSI -0 E A R ST T0 MBI REE . TR ’f:%j%%iﬂﬁﬁ?ﬂ'ﬁ%
ﬂp%m%wl@bﬁﬂ,I%@w%ﬁﬂf@WW?ﬂWﬁJ@%oJ@%?ﬁ
SEER EJ%%#’ILI' > ST ] |élB*UJ"\H[%EJ’%[J?@[FIIFH‘FE[E&J/ flat Bl FE'JngﬁJ i
T (1 HRR B P e il sy ¥ U S BRI S U] - O
Fiei Vﬁx*p‘*ﬁﬂ“Jﬁﬂﬁ&p Hlﬁ?sf*HaQEﬂﬁ»F'ﬁ&ﬂjq‘ PﬁgﬁytbF“gﬁFf%U§¥E” '
RSB S F o S I § - TOM P ,&D«I%ﬁ‘?rx? 2016745 FFJJ’%HIEJT@

B TSR TR FAERIEEA SRR AT AR bilde T B

FhatT g ZHE ?%#x#{z%&z(ﬁ%?ﬁ CH Ty, FREEMA W TiFy BIERRER
ERT XA, > R BRI EHREET R > 20124F > 1157 -

Tk R TR, FH O BRTEREIAC REFEFBALA TiFy F o BRI
RV TF ) FRARTATEEMALAEER > BRZEH - Pl REH =+ A
PR SHFTIEA REFBAZEHRMES  ERHMERELHEARNALT BER
FTHEMEANEEZRT ) 5 ARFS = Fwig: TEAERRLHFTIHEEE 254K
BAFHAE AT, o P738 T15, FHBA MR ZE > MIERE - Z& > BATE 0 115
:é]: °
201041 A1 B AesiT2 | S B A RIE IR AN B L4240 SR HE 80 9y F 00 8 R R 25 T P A ey g
B OBESHE THAEARAEXREHME PR AEMNER P R RGBT E  HEAAL
BREAHEMI Y EH T AN AR ERR ) ARZREAT 23 -

79

80

EFIER | =181 | 2017E7H

Taiwan Patent Attorneys Journal



REAEAEAR " HEYFEARE ) AFXIRT 125

ARBIB + (I
TAFAL 25 T BE1045 AR IR S PIRPT
AR R LB R RPN R AL

II[FIFJFE 7’[u 7JTE . IEI_ ]ﬂg—é AEA%JE?%FIF ;UE% EE“EJQ‘; ’-Ef{ IEIQ@F[FJ l/l’ J FL e
mﬂfﬂﬂ@hHWHWT%WP@%W Hﬁ%%ﬁWW%f@@JP%m
o - F%% A3 %Hl%ﬁ* *Hﬁq[zﬂilﬂﬁéé‘ﬂf FIME L (e T UK Al B

VIEFECEE AT 7 SR B 9 R R R~ R
I FIZERC R o 5 R oy T B SRR O 0 5 ey
R ATV 00 (50 [0 TR RUPIF W0 2 PO UL
HM’%WR%ﬁ@WN%ﬂﬁﬁgﬁﬁﬁir?ﬁ%“@WJ%QM“o

FI o T ﬂW%ﬁ%HWﬁ’V%%@@Bﬂﬁﬁwﬁ%%$%?%
o BEGRIIR T SR ORI S WA ALy < o A
uaﬁ@ﬁ%*ﬁ%wﬂﬂ{ﬁ Ko WIS KA S [
DY 9T AIGIEC - ¥, 9 P EAE » 0 R T 9 ST - (01T fH A0 8 7 T

W TR Y B S b B
giﬁg}?f;@q»,lzhﬁfjﬁ‘l%%m ) ‘[‘féjj/fﬂjq ;H%ﬁ%@ﬂ,qﬁ ;Esr_gjgg;'zgﬁ%ﬁ;fﬁ ) 15@7]]—“@%:51 pl e
@a’%wuﬁﬂfﬂﬁwﬁﬁ’ﬁf’%%W%ﬁ%W?ﬁﬁﬂm%m%WF
rfg §F4§EFIF j'b[ﬁlﬂ =3 I Eﬂ;ﬁ“ﬁﬂj ﬂ%fﬁ[—%ﬁ»,ﬁ’[sjﬁjgg;‘zﬂﬂij:k‘_ K E[”F—ylr :1/ [F[ Eijr
S A LR R R R A TRl T-TEPCET60 K Y1 - e

81 2432 WM AL RB X2 RA [ MEF L ARAFRACRZ N B AERIE - B LRRH
EREX AN ANERE XA BB RS R AL CRIABIIAGLA - (BB
) ) g oo

82 ﬁmﬁ&,ﬂmlomﬁ; FH159% Ak (RFI A 10454798) -

B s TRHEARE, 2% -

¥ A RAEAEIL: T —HRAXABTRELET  AAEMEY—RAXAHEEE
TEAXAMERBEE 0K —REAM ’mm'*@%%’mm'*ﬁT%E ------ ;
MA—BETFHE AT K G B TR ﬁ%&m?% KRR RO BT — 5 ALAL
0 RGBT B BB I ERmET— ETRA o | FRK S THRIEAF LAY ERAE

BEFIAEsLEATEE i%%%tﬁ&ém&%ﬁ%?fu% ERTRER, » FEL AFLAZEH%
FRAPHAXNRBETEEL BPLIREARLET  BFRAIPERTLLETEET X
QoM EEREBEE - |

EFIER | =181 | 2017E7H

Taiwan Patent Attorneys Journal



6 . BRME

R STLIAGCR] I a5 5y A g A AR -

%ﬂ#F iR %?i&@ﬁ«'lfﬁ‘”ﬁﬁlﬁiﬁﬁ IT58(% §I4fgl I fE raﬁﬁﬂﬁ*ﬂ]@?
B > Hl%%ﬁ?“f@lt LY EAEJ%@H[%;ﬁ;‘“f@[E% o K R %;b&;ﬂ,h oy v
@#E|¢1§j:@i FT70{% > dF £y Fggpzjgﬁ%“@f@ I %j\?t’ﬁé ,j;oﬁjg?%m%$ i
Eﬁ’ﬁﬁﬁmﬁﬁﬂiuﬁﬁ“o mxﬁmmﬁ%m@ﬁhﬂb@w%ﬂmﬁmm&’hf
réﬁgjgﬁ;“@ﬁ@l %$ EERYE S S ;ubugﬂlﬂ% Bl ﬁ”ﬁg%ﬂi%j\ File tlﬁ“
Wﬁ@ﬁﬂmﬁﬁ“#w%@@bEﬁﬁ”#ﬁﬂmﬁfﬂﬁbﬁﬂﬁjﬁm’ﬁ
fxféﬁEPca‘%mwﬂ gubrﬁt@'?ﬁfﬁﬂﬁi T14(% > 3 - HxE Faﬁﬁﬂﬁ!ﬂJp‘/ﬁFﬂﬂlﬂJFl'ﬁ%
F R ) R Vﬁgﬁﬁﬂﬁ’P%$F%W%bﬁﬂ°Jﬁ
rﬁ%ﬁﬂﬁﬁ%fww%iVW%ﬁ@’r%$?ﬁ§’%m%wwﬁ%@ww
SRR o ) )T A P9 O e

EFIER | =181 | 2017E7H

Taiwan Patent Attorneys Journal



Mk BRNERAM T AAEYF LA

REGAEAR " REYFEARE ) AFHIRT 127

$E ) X AE g

g g X
3@%%&5%%%%@ WM#ﬁﬂﬁﬂ%lmﬁﬁ
ﬁ%%ﬂ%ﬁﬁ’wﬁﬂ%mﬂVW%ﬂW?@ﬁﬁ°“
A LT 15 i Rad A
2004:F ﬂ’ FINFE 5?56["?*7 H
P FE 1R Y 0 F 5 5
G 02 L R S
2013F EJJ fmi SY58 (% 54
ﬁmaﬂﬁf@"W%ﬂﬂW@t ﬁ%@W%ﬁW
gﬁ[glﬁ &R TR j'bﬁg‘]l EE
PR [ e ﬁ?ﬁﬂmﬁ(ﬁ?ﬁ%wﬁﬁmﬁ@>
SYIARI ML |SVICE TR R B e ) L I
%‘ELE;IF’F:T; L;t"v;gur‘l?'?;ir Ht o
;‘fz,gl RISl L[;HL,EAH,%;. ﬁsz% F i [
ERIL il %[ch“[;ﬂf[[F’?rclE&F‘JgF[JﬁLf» J
EPC Chapter 111 Article 69Exte1|1t ojf protection I I
Effects of the " (1)The extent of the protection conferred by a European patent
European patent |or a European patent application shall be determined by the
and the European |claims. Nevertheless, the description and drawings shall be used
patent application [to interpret the claims. |
ﬁ%{@"?ﬁ F[3# |German Patent Section 14
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Claims

" (a)The scope of the claims shall be determined by their
wording. Where the wording of the claims is not immediately

[clear][evident], the description and the drawings, as amended or

corrected under the applicable law, and the general knowledge of]
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a person skilled in the art on the filing date shall[, in accordance
with the Regulations,] be taken into account for the interpretation

of the claims. |

Z B37 CFR |PART 42 —
TRIAL
PRACTICE
BEFORE THE
PATENT TRIAL
AND APPEAL
BOARD

42.100(b)

"'A claim in an unexpired patent that will not expire before a
final written decision is issued shall be given its broadest
reasonable construction in light of the specification of the patent

in which it appears. |
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